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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 
In the matter of U.S. Trademark Registration No. 3,104,426 
Date of Registration: June 13, 2006 
Mark: CINQUE 
 
 
 
CINQUE MODA GMBH 
 
   Petitioner, 

 

)
)
)
)
)
)

 
 
 
Cancellation No. 92052576 

 v. )  
 
LESTER M. GRIFFIN and LAVANIEL 
W. GRIFFIN, a California Partnership, 
 
   Respondent. 

 

)
)
)
)
)
)

 

 

MOTION FOR SUMMARY JUDGMENT IN FAVOR OF RESPONDENT 

Respondent Lester Griffin and Lavaniel Griffin, a California partnership 

respectfully requests the Entry of Summary Judgment pursuant to Rule 56 of the Federal 

Rules of Civil Procedure.  This Motion is supported by the attached Memorandum of 

Law, Exhibits, and the Declaration of Lester Griffin.  A proposed form of Order is 

attached hereto.   

 Respectfully submitted, 

 314 W. 223 Street #12 
Carson, CA 90745 
Telephone: (310) 809-4477 
Email: lester.griffin@att.net 
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MEMORANDUM IN SUPPORT OF SUMMARY JUDGMENT 
PURSUANT TO RULE 56 F.R. CIV.P. 

 
 
I. INTRODUCTION 

This paper is respectfully submitted in support of the Respondent’s Motion for 

Summary Judgment.  The present Petition alleges that Respondent has abandoned its 

registered CINQUE trademark (the “CINQUE mark”) by discontinuing its use of the 

CINQUE mark in commerce with its identified goods with no intent to resume.1  As will 

be set forth herein, Petitioner has no evidence supporting its allegation that the CINQUE 

mark has been abandoned.  Respondent is therefore entitled to Summary Judgment as a 

matter of law.   

 

II. FACTUAL BACKGROUND  

Respondent is a small business located in the Southern California that has sold 

clothing under the CINQUE mark since as early as April 2004.  (Ex. A ¶ 2.)  In April 

2004, Respondent filed a U.S. trademark application for the CINQUE mark in connection 

with clothing, in International Class 25.  (Id. at ¶ 3.)  On or about June 13, 2006, the 

CINQUE mark was registered by the U.S. Patent and Trademark Office (“USPTO”) as 

Registration No. 3,104,426 (the “’426 Registration”) (Id.) 

Petitioner is a German clothing company that primarily sells suits and other “high 

end” clothing throughout Europe and is, apparently, attempting to penetrate the clothing 

market in the United States.  (Ex. A ¶ 7.) 

Subsequent to filing its U.S. trademark application for the CINQUE mark, 

Respondent became aware that Petitioner was selling clothing under the CINQUE mark 

                                                 
1  Petitioner also alleges that Reg. No. 3,104,426 should never have registered based on 

Reg. No. 2,164,766 for the mark CINQ for blouses, sweaters, and shirts, but this allegation 
provides no grounds for cancellation of Respondent’s registration.  
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when Petitioner attempted to oppose Respondent’s U.S. trademark application for the 

CINQUE mark.  (See Ex. A ¶ 7.)  After some communications between Respondent and 

Petitioner, Petitioner withdrew its opposition of Petitioner’s U.S. trademark application 

for the CINQUE mark.  (See id. at ¶ 3.).  Several years later, Petitioner filed the present 

Petition to cancel the ’426 Registration.  (See id. at ¶¶ 9-11.) 

Following the filing of the Answer, Petitioner served several discovery requests on 

Respondent including a First and Second Set of Interrogatories (see Exs. B and H), a First 

Set of Requests for Documents (see Ex. D), and a First Set Requests for Admissions (see 

Ex. F).  Respondent has responded to Petitioner’s discovery requests (see Exs. C, F, G, 

and I) with no objection from Petitioner or motion to compel further evidence.  The 

discovery period has concluded and Petitioner’s Trial Period is set to begin on April 25, 

2011. 

As will be discussed on further detail below, the evidence produced by 

Respondent during discovery clearly demonstrates that Respondent has not abandoned its 

use of the CINQUE trademark.  Thus, a favorable ruling of summary judgment is just and 

proper in this case. 

III. ARGUMENT 

1. The Summary Judgment Standard 

A motion for summary judgment is pre-trial device intended to dispose of cases 

where “the pleadings, depositions, answers to interrogatories, and admissions on file, 

together with the affidavits, if any, show that there is no genuine issue of material fact 

and that the moving party is entitled to judgment as a matter of law.”  TBMP § 528.01; 

see Fed. R. Civ. P. 56(c); Celotex Corp. v. Catrett, 477 U.S. 317, 106 S. Ct. 2548 (1986); 

Franpovi SA v. Wessin, 89 USPQ2d 1637, 1638 (TTAB 2009).  The purpose of the 

motion is to save the time and expense of an unnecessary trial where there is no genuine 

issue of material fact and more evidence that is already available in connection with the 

summary judgment motion could not reasonably be expected to change the result in the 
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case.  See TBMP § 528.01; Pure Gold, Inc. v. Syntex (U.S.A.), Inc., 221 USPQ 151 

(TTAB 1983), aff’d, 739 F.2d 624, 222 USPQ 741 (Fed. Cir. 1984).   

A dispute as to a material fact is genuine if a reasonable fact finder viewing the 

entire record could resolve the dispute in favor of the nonmoving party.  See Olde Tyme 

Foods Inc. v. Roundy's Inc., 22 USPQ2d 1542, 1544 (Fed. Cir. 1992).  If the nonmoving 

party fails to make a sufficient showing on an essential element of its case with respect to 

which it would have the burden of proof at trial, judgment as a matter of law may be 

entered in favor of the moving party. See Fed. R. Civ. P. 56(c), Celotex Corp., 477 U.S. 

at 322-323. 

There is no genuine issue of material fact that Petitioner has no evidence to 

support its claim that Respondent has abandoned its CINQUE mark.  Accordingly, 

summary judgment in favor of Respondent is respectfully solicited. 

2. The Abandonment Standard 

In general, courts are reluctant to find abandonment since it results in a complete 

forfeiture of trademark rights.  See 3 MCCARTHY ON TRADEMARKS AND UNFAIR 

COMPETITION § 17:12 (4th ed. 1996).  However, Section 45 of the Trademark Act, 15 

U.S.C. § 1127, provides that a mark is abandoned when “its use has been discontinued 

with intent not to resume use. … Nonuse for three consecutive years shall be prima facie 

evidence of abandonment.”  See also Abdul-Jabbar v. General Motors Corp., 85 F.3d 

407, 411-12 (9th Cir. 1996); Electro Source, LLC v. Brandess-Kalt-Aetna Group, Inc., 

458 F.3d 931, 938 (9th Cir. 2006) (“[A]bandonment requires complete cessation or 

discontinuance of trademark use.”).   

In order to prevail on a claim for cancellation on the grounds of abandonment, a 

party must allege and prove, in addition to its standing, abandonment of the mark as the 

result of nonuse or other conduct by the registrant. See Trademark Act Section 45, 15 

U.S.C. § 1127; see also, On-Line Careline, Inc. v. Am. Online, 229 F.3d 1080, 56 

USPQ2d 1471 (Fed. Cir. 2000); Lipton Industries, Inc. v. Ralston Purina Co., 670 F.2d 
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1024, 213 USPQ 185 (CCPA 1982).  The petitioner has the burden of proving 

abandonment and only after the petitioner proves nonuse of the mark for three 

consecutive years does the burden shift to the registrant to provide evidence contesting 

the inference of abandonment.  See Trademark Act Section 45, 15 U.S.C. § 1127; 

Imperial Tobacco Ltd. v. Philip Morris Inc., 899 F.2d 1575, 14 USPQ2d 1390 (Fed. Cir. 

1990); see generally, 2 MCCARTHY ON TRADEMARKS AND UNFAIR COMPETITION § 17:18 

(4th ed. 1996).  

3. Petitioner Has No Evidence to Prove That Respondent Has Abandoned 

the CINQUE Mark 

To meet its burden of proof, Petitioner must prove by a “preponderance of the 

evidence” that Respondent has discontinued its use of the CINQUE mark.  See 

Cerveceria Centroamericana, S.A. v. Cerveceria India, Inc., 892 F.2d 1021, 1023 (Fed. 

Cir. 1989).  Petitioner has no such evidence. 

In response to Petitioner’s discovery requests, Respondent provided evidence that 

Respondent has continuously sold clothing under the CINQUE mark since as early as 

2004.  This evidence is reflected in Respondent’s interrogatory responses (see Ex. C at 

Response Nos. 1, 2, 3, 5 and 13; Ex. I at Response Nos. 1-3), responses to Petitioner’s 

requests for admissions (see Ex. at Responses 5 and 9), and documents produced by 

Respondent (see Ex. E; Exs. 1 and 2).  In particular, the evidence establishes that, since 

registering the mark, Respondent has sold clothing under the CINQUE mark to at least 

five different retailers or small businesses, located in California and Illinois.  (See Ex. C 

at Response No. 3.)  Respondent has produced receipts evidencing clothing sales to 

retailer in at least May 2006, June 2008, and August 2010.  (See Ex. E, Ex. 1.)  In 

addition, Respondent has provided evidence proving that Respondent has or has had 

consignment sales agreements with at least four retailers for the sale of clothing under the 

CINQUE mark.  (See Ex. E, Ex. 1.)   
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Based on the evidence produced by Respondent, Petitioner cannot establish prima 

facie evidence of abandonment because the evidence does not prove that there has been 

non-use of the CINQUE mark for three consecutive years.  See Trademark Act Section 

45, 15 U.S.C. § 1127.  In addition to the evidence discussed above, when asked to “[s]tate 

with specificity all dates of non-use of Your Mark for the last 4 years,” Respondent 

responded: “[n]o dates of non-use” (Ex. C at Response No. 3); and when asked to admit 

that “You are not currently using Your Mark on any goods in commerce,” Respondent 

responded “deny” (Ex. G at Response No. 9). 

In light of the evidence in this case, Petitioner’s only plausible argument for 

abandonment is that Respondent’s use of the CINQUE mark has not generated substantial 

sales revenue.  However, there is “no rule of law that the owner of a trademark must 

reach a particular level of success, measured either by the size of the market or by its own 

level of sales, to avoid abandoning a mark.” Person’s Co. Ltd. v. Christman, 900 F.2d 

1565, 14 USPQ2d 1477 (Fed. Cir. 1990), affirming 9 USPQ2d 1477 (TTAB 1988); see 

also Wallpaper Manufacturers Ltd. v. Crown Wallpapering Corp., 680 F.2d 755, 759, 

214 USPQ 327, 329 (CCPA 1982).   

To that end, the facts of Person’s are of particular interest to this case.  In 

Person’s, the registrant Larry Christman, similar to Respondent in this case, filed an 

application for U.S. trademark registration in an effort to protect the “PERSON’S” mark 

in connection with his sportswear line of clothing.  See Person’s, 900 F.2d at 1567.  

Christman believed that he was the exclusive owner of the right to use and register the 

mark in the United States and apparently had no knowledge that appellant, Person’s Co. 

Ltd., soon intended to introduce its similar sportswear line under the identical mark in the 

U.S. market.  See id.  In the interim between Christman’s first sale and the issuance of his 

registration, Person’s became a well-known and highly respected force in the Japanese 

fashion industry.  See id.  The company, which had previously sold garments under the 

“PERSON’S” mark only in Japan, began implementing its plan to sell goods under this 
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mark in the United States.  See id.  Sometime later, Person’s advertising in the U.S. 

became known to Christman and both parties became aware of confusion in the 

marketplace.  See id.  Person’s, deciding that it had superior rights, initiated an action to 

cancel Christman’s registration alleging, among other things, abandonment.  See id.   

During the cancellation proceeding, the Person’s argued that abandonment was 

established by the Christman’s intermittent clothing sales during a four-year period, the 

paucity of orders to replenish the inventory during that period, and the lack of significant 

sales to commercial outlets.  See Person’s, 900 F.2d at 1571.  However, the court found 

that such circumstances do not necessarily imply abandonment and that Person’s did not 

establish abandonment.  See id.  Such is the case in the present action. 

Person’s is not alone.  Other courts have found that intermittent and/or level of 

sales does not dictate a conclusion of abandonment.  See e.g., Electro Source,, 458 F.3d 

at 939 (rejecting the argument that a failing, yet ongoing business automatically abandons 

its mark although it is still in business); Interstate Brands Corp. v. Way Baking Co., 202 

U.S.P.Q. 846 (1978).  The Ninth Circuit even created a bright line rule: even a single 

instance of good faith trademark use prevents abandonment.  See Carter-Wallace, Inc. v. 

Procter & Gamble Co., 434 F.2d 794, 804, 167 U.S.P.Q. 713 (9th Cir. 1970).  Applying 

this rule, the Ninth Circuit said that even limited sales of a failing line of goods sufficed 

to preclude abandonment of the mark: “Good faith nominal or limited commercial sales 

of trademarked goods are sufficient … to avoid abandonment.”  Electro Source, LLC v. 

Brandess-Kalt-Aetna Group, Inc., 458 F.3d at 939. 
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IV. CONCLUSION 

In sum, based on the evidence presented in this case, Petitioner cannot prove that 

Respondent has abandoned the CINQUE mark.  Thus, the ’426 Registration should be 

upheld as a matter of law.   

 

 

 Respectfully submitted, 

 314 W. 223 Street #12 
Carson, CA 90745 
Telephone: (310) 809-4477 
Email: lester.griffin@att.net 

 

 
 



 
IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 
 

In the matter of U.S. Trademark Registration No. 3,104,426 
Date of Registration: June 13, 2006 
Mark: CINQUE 
 
 
 
CINQUE MODA GMBH 
 
   Petitioner, 

 

)
)
)
)
)
)

 
 
 
Cancellation No. 92052576 

 v. )  
 
LESTER M. GRIFFIN and LAVANIEL 
W. GRIFFIN, a California Partnership, 
 
   Respondent. 

 

)
)
)
)
)
)

 

 

[PROPOSED] 
 

ORDER 

This Board, having reviewed Respondent Lester Griffin and Lavaniel Griffin’s 

Motion for Summary Judgment, including all supporting papers filed Respondent and 

opposing papers filed by Petitioner Cinque Moda GmbH, and having found no material 

facts in opposition thereof, hereby ORDERS AS FOLLOWS: 

Respondent’s Motion for Summary Judgment seeking to deny the petition to 

cancel U.S. Registration No. 3,104,426 is granted. 

 
IT IS SO ORDERED 
 
 
  
Dated: ________________  
 TRADEMARK TRIAL AND APPEALS BOARD 
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 
In the matter of U.S. Trademark Registration No. 3,104,426 
Date of Registration: June 13, 2006 
Mark: CINQUE 
 
 
 
CINQUE MODA GMBH 
 
   Petitioner, 

 

)
)
)
)
)
)

 
 
 
Cancellation No. 92052576 

 v. )  
 
LESTER M. GRIFFIN and LAVANIEL 
W. GRIFFIN, a California Partnership, 
 
   Respondent. 

 

)
)
)
)
)
)

 

 

DECLARATION OF LESTER GRIFFIN 

 
I, Lester Griffin, declare as follows: 

1. I am a partner of the Respondent in the above captioned matter.  I have 

personal knowledge of the facts contained herein.   

2. Since at least as early as April 2004, my brother and I have owned and 

operated a small business selling clothing branded with the CINQUE trademark (the 

“CINQUE mark”). 

3. In or about April 2004, Respondent filed a U.S. trademark application for 

the CINQUE mark in connection with clothing, namely, pants, shirts, jackets, shoes, hats, 

and t-shirts, in International Class 25.  On or about June 13, 2006, the CINQUE mark was 

registered by the U.S. Patent and Trademark Office (“USPTO”) as Registration No. 

3,104,426 (the “’426 Registration”). 
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4. When my brother and I first launched our clothing business in 2004, it was 

our intent to engage in a significant marketing effort to promote our CINQUE clothing 

line.  But being new business owners, in addition to certain financial constraints and other 

issues beyond our control, my brother and I were limited in our ability to market and 

advertise our CINQUE clothing.   

5. However, in or about April 2004, my brother and I started selling clothing 

branded with the CINQUE mark to small retail stores.  A true and correct copy of a 

Consignment Agreement between Walter Owens, Jr., a small business owner in East St. 

Louis, Illinois, and myself is submitted herewith as Exhibit E-1.   

6. Since at least April 2004, Respondent has sold and continues to sell 

clothing branded with the CINQUE mark to small retailers.  True and correct copies of 

several sales receipts evidencing Respondent’s continued sales of clothing branded with 

the CINQUE mark are submitted herewith as Exhibit E-1. 

7. In or about June 2005, my brother and I were informed by the USPTO that 

our then U.S. trademark application for the CINQUE mark was being opposed by 

Petitioner Cinque Moda GmbH.  It was at that time that Respondent discovered through 

Petitioner’s www.cinque.de website that Petitioner was selling clothing, namely suits, 

under the CINQUE brand in certain retail stores in Chicago and New York.  From the 

www.cinque.de website, Petitioner appeared to be a clothing company based in Germany 

that primarily sells suits and other “high end” clothing throughout Europe. 

8. Upon discovering Petitioner’s infringing use of the CINQUE mark, I called 

Petitioner’s counsel, Joan Pennington, demanding that Petitioner cease its infringing use 

of the CINQUE mark.  Petitioner’s counsel expressly acknowledged Respondent’s 

demand and, subsequently, withdrew Petitioner’s opposition of our U.S. trademark 

application for the CINQUE mark. 
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9. From that time, Respondent had no further communication with Petitioner 

until or about June 2010, when Respondent received the pending Petition to cancel 

the’426 Registration. 

10. In response to the petition, I revisited Petitioner’s www.cinque.de website, 

where I discovered that Petitioner was continuing to sell clothing in the United States 

using the CINQUE mark.  Upon discovering Petitioner’s infringing use of the CINQUE 

mark, on or about June 14, 2010, I sent an email to Petitioner demanding that it once 

again cease its infringing use of the CINQUE mark.  A true and correct copy of my June 

14, 2010 email to Petitioner’s retailer is submitted herewith as Exhibit J. 

11. In response to my June 2010 email, I received a phone call from 

Petitioner’s counsel, Ursula Day, informing me that Petitioner had been trying to reach 

my brother and I to discuss the ’426 Registration but, in the meantime, Petitioner initiated 

the present cancellation proceeding against the ’426 Registration. 

 

/// 

/// 

/// 

/// 

/// 

/// 

/// 
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